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Office Action Summary 



Application No ^ Applicantfs) . ^ 

Examiner A GroiyAitUnit/ / 




-The MAIUNG DATE of this communieaUon appears on the cover sheet beneath the correspondence address- 
Period for Reply ^ 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE i MONTH(S) FROM THE MAIUNG DATE 

OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). in no event, however, may a reply be timely filed after SIX (6) MOtlTHS 
from the mailing date of this communication. ... ..^ ■. 

- H the period for reply specified above is less than thirty (30) days, a reply v«thin the statutoiy minimum of thirty (30) days wiil be considered bmely. 

- if NO period for reply is specified above, such period shall, by default, expire SIX (6) MONTHS from the mailing date of this oorim»uncati«i . 

- Failure to reply within the set or extended period for reply will, by stahjte, cause the application to become ABANDONED (35 U.S.C. § 133). 

^^esponsive to communlcation(s) filed on //^ / ' 

□ This action is FINAL. 

□ Since this application is in condition for allowance except for fomial matters, prosecution as to the merits is closed in 
accordance with the practice under Ex parte Quayle, 1 935 CD. 1 1 ; 453 O.G. 21 3. 

Disposition of Claims 

f ^ 2^ / ^ is/are pending in the application. 

Of the above claim(s) U^=l2J. , — is/are withdrawn from consideration. 

□ Claim(s). : _is/areallowed. 

^aim(s): ^j^^' 

□ Claim(s)- ^ : — ^^^'^ ^^^^^^ 

□ etaimfc) i --27 ^ — are subject to restriction or elecUon 

(T^ requirement. 

Application Papers 

□ See the attached Notice of Draftsperson's Patent Drawing Review. PTO-948. 

□ The proposed drawing correction, filed on is □ approved □ disapproved. 

□ The drawing(s) filed on is/are objected to by the Examiner. 

□ The specification is objected to by the Examiner. 

□ The oath or declaration is objected to by the Examiner. 

Pri rity under 35 U.S.C.§ 119 (aHd) 

□ Aclcnowledgment is made of a claim for foreign priority under 35 U.S.C. § 11 9(a)-(d). 

□ All DSome* DNone of the CERTIFIED copies of the priority documents have been 

□ received. 

□ received in Application No. (Series Code/Serial Number), — • 

□ received in this national stage application from the International Bureau (PCT Rule 1 7.2(a)). 

•Certified copies not received: . ■ • 

Attachment(s) ^ 

^formation Disclosure Statement(s), PTO-1449. Paper No(s) □ Interview Summary. PT0413 

Notice of Reference(s) Cited, PTO-892 □ Notice of Infomial Patent Application. PTO-152 

□ Notice of Draftsperson's Patent Drawing Revi w. PTO-948 □ Other.^ _ 
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Applicant's election without traverse of group I in Paper No. 5 is acknowledged. 

Claims 11-21 stand withdrawn from further consideration pursuant to 37 CFR 
1.142(b) as being drawn to a nonelected invention, there being no allowable generic or 
linking claim. Election was made without traverse in Paper No. 5. 

Please provide dates for uninitiated references, and provide at least the non- 
patent literature for this file. 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 4, 7-10 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the enablement requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to enable one skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and/or use the 
invention. Examiner finds no support for a predictable 60% kill @ 15 min-see table 2T; 
at 1 hour, only Imin mobilization, and 0 death occurred -predictability 1^ not within the 
hour for death of ISOPAR +1% Eugenol treated American cockroaches ^^rthemnore, 
examiner fails to find support for claim 7, without methyl salicylate, without specification 
of ratio of ingredients. 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the Invention was patented or described In a printed publication in this or a foreign country or In public 
use or on sale In this country, more than one year prior to the date of application for patent In the United 
states. 



Application/Control Number: 10/023.145 
Art Unit: 1616 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

(e) the invention was described in a patent granted on an application for patent by another filed in the 
United States before the invention thereof by the applicant for patent, or on an international application 
by another who has fulfilled the requirements of paragraphs (1), (2). and (4) of section 371(c) of this 
title before the invention thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act 
of 1999 (AlPA) and the Intellectual Property and High Technology Technical 
Amendments Act of 2002 do not apply when the reference is a U.S. patent resulting 
directly or indirectly from an international application filed before November 29, 2000. 
Therefore, the prior art date of the reference is determined under 35 U.S.C. 102(e) prior 
to the amendment by the AlPA (pre-AlPA 35 U.S.C. 102(e)). 

Claims 1-10 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Bessette and Enan. 6534099 or 6531 163. 

The applied reference has a common inventor with the instant application. 
Based upon the earlier effective U.S. filing date of the reference, it constitutes prior art 
under 35 U.S.C. 102(e). This rejection under 35 U.S.C. 102(e) might be overcome 
either by a showing under 37 CFR 1.132 that any invention disclosed but not claimed in 
the reference was derived from the inventor of this application and is thus not the 
invention "by another," or by an appropriate showing under 37 CFR 1.131. 

6534099: claim 2 provides the instant actives, to control household insects, 
(Cockroaches/col. 2, lines 16-18) when dissolved in hydrocarbon (col. 5, top) or with 
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carriers instantly claimed (lines 37-51. col.5). See study ^-Eugenol and PEP present 
meet the instant open language. 

6531 163: claim 2 is the instant method; 4 the instant hydrocarbon. See example 
2, death in 10 minutes with less than 1% Eugenol. Solid carrier included those instantly 
claimed (col.5, last paragraph). 

Claims 1, 2, 3 are rejected under 35 U.S.C. 102(b and e) as being anticipated by 
Bessette and Knight 61 14384. 

See claims 2, 4, 5. carrier includes ISOPAR; col.6, bottom, or dust (col.8, lines 
22-41). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Neil Levy whose telephone number is 308-2412. The 
examiner can normally be reached on Tuesday- Friday 7:00 am to 5:30 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jose Oees can be reached on 308-4628. The fax phone number for the 
organization where this application or proceeding is assigned is 305-3592. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 308-1235. 




Levy/tgd 
May 5, 2003 



